IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

GRACO CHI LDREN S PRODUCTS, INC., CIVIL ACTI ON
Plaintiff, :
v, : NO.  97- CV- 6885
REGALO | NTERNATI ONAL LLG,

Def endant .

VEMORANDUM
ROBERT F. KELLY, J. APRIL 17, 2001

Presently before this Court is the Mdtion for
Reconsi deration of the Order Denying Defendant’s Mtion for
Partial Summary Judgnment of Noninfringenment and G anting
Plaintiff’s Motion for Partial Sunmary Judgnment of Infringenment
(Dkt. No. 109), filed by the Defendant, Regalo International LLC
(“Regal 0”). Regalo brings this present Mdtion due to the

i nterveni ng change of |aw brought forth in Festo Corp. v.

Shoket su Ki nzoku Kogyo Kabushiki Co., Ltd., 234 F.3d 558 (Fed.

Cir. 2000). For the reasons that follow, the Mtion is denied.
l. EACTS.

During the prosecution of the Defendant’s, G aco
Children’s Products, Inc. (“Gaco”), patent application which
evolved into U S. Patent No. 4,811,437 (“*437 Patent”), the U S

Patent and Trademark O fice (“the Patent O fice”) rejected clains



one through five, twelve through fifteen, and ni neteen through
twenty-one of the patent application for obviousness under 35

U S . C section 103. Furthernore, the Patent Ofice objected to
clai ns sixteen through ei ghteen as bei ng dependant upon a
rejected base claimand all owed clains six through el even and
twenty-two through twenty-six. See Def.’s Ex. B. As a result of
the Patent Ofice’'s rejection, Gaco anended the clains in the
patent application. See Def.’s Ex. C. For the purposes of this
Motion, it is only inportant to note that anong the anmendnents
made, elenment two of claimone (“elenent two") was anended by
addi ng the phrase “lower franme assenbly” to the phrase “corner
leg”.?

On August 8, 2000, in Graco Children’'s Products Inc. v.

Regalo Int'l LLC., No. 97-6885, 2000 W. 1123260 (E.D. Pa. Aug. 8,

1 The full text of elenent two of claimone, with the
anendnent underlined, is as foll ows:

a |lower frane assenbly conprising corner |eg
connecting nenbers and hub | egs each

pi votally coupled at one end portion thereof
to said hub nmenber and pivotally coupl ed at
an opposite end portion thereof to one of
said |lower franme assenbly corner |eg
connecting nenbers such that said hub | egs
are col |l apsi bl e by pivoting said hub | egs
froma substantially co-planar spread
configuration wherein said hub | egs diverge
radially outwardly fromsaid hub nenber to a
conpact non-copl anar configuration wherein
said hub | egs are substantially parallel.

Response to First Ofice Action, Def’s Ex. C
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2000) (“Gaco I1”), this Court issued an Order denying Regal o’ s
Motion for Partial Summary Judgnent and granting Graco’s Cross-
Motion for Partial Summary Judgnment because this Court found that
Regal 0’ s current nodel playyards infringed on Gaco’ s ‘437
Patent. 1d. On November 29, 2000, the Federal Circuit Court
deci ded Festo, 234 F.3d 558, which inpacts on the doctrine on
equi val ence and the use of prosecution history estoppel. Regalo
currently asserts that, in light of Festo, the Court’s decision
shoul d be reconsi der ed.
1. STANDARD

A notion for reconsideration is appropriate only where:
(1) there has been an intervening change in controlling law, (2)
new evidence is available; or (3) there is need to correct a

clear error of law or prevent manifest injustice. North River

Ins. Co. v. Cgna Reinsurance Co., 52 F.3d 1194, 1218 (3rd Gr.

1995). However, such notions should only be granted sparingly.

Arnmstrong v. Reisman, No. 99-4188, 2000 W. 288243 at *2 (E. D. Pa.

Mar. 7, 2000).°2

2 Regal o does not specify on which Federal Rule of GCivil
Procedure it is basing its Mdtion. A notion for reconsideration
may be filed under Federal Rule of Civil Procedure 59(e) or
60(b). Deily v.Waste Mynt. of Allentown, No. 00-1100, 2000 W
1858717, at *1 (E.D. Pa. Dec. 19, 2000); Arnstrong v. Reisman,
No. 99-4188, 2000 W. 288243 at *3 (E.D. Pa. Mar. 7, 2000). |If
construed as a 59(e) notion, Regalo’s Mdtion would be untinely,
however, we will construe the Mtion under Rule 60(b) so that we
may di scuss the nerits.




111. DI SCUSSI ON

A patentee may show i nfringenent either by show ng that
an accused product literally infringes on a claimin the patent
or that the product infringes under the doctrine of equivalents.

Sout hwall Techs., Inc. v. Cardinal 1G Co., 54 F.3d 1570, 1579

(Fed. Cir. 1995); cert. denied, 516 U. S. 987 (1995). *“To

establish literal infringenent, every limtation set forth in a

claimnust be found in an accused product, exactly.” 1d. at
1575. |If a product does not literally infringe on a claim it
may still infringe under the doctrine of equivalents if every

elenment in the claimis either literally or equivalently present

in the accused product. Sage Prods., Inc. v. Devon Indus., Inc.,

126 F.3d 1420, 1423 (Fed. Cr. 1997). “A claimelenent is

equi valently present in an accused device if only ‘insubstanti al
differences’ distinguish the mssing claimelenent fromthe
correspondi ng aspects of the accused device.” 1d. Prosecution
history estoppel is alimt on the doctrine of equivalents. This
limtation prohibits a patentee fromclaimng infringenent under
the doctrine of equivalents for subject matter which it

relinqui shed during prosecution of the patent in order to obtain

al | owance of the clains. Mark | Mktg. Corp. v. R R Donnelley &

Sons Co., 66 F.3d 285, 291 (Fed. Cir. 1995), cert. denied 516

U 'S 1115 (1996).

The decision in Festo does indeed change and clarify



the use of the doctrine of equivalents and prosecution history
estoppel. Festo, 234 F.3d at 574. Thus, there has been an

i nterveni ng change in the applicable | aw The Festo Court, en
banc, made the followng four rulings: (lI) An anmendnent to a
patent claimthat narrows the scope of the claimfor any reason
related to the statutory requirenents for a patent will give rise
to prosecution-history estoppel with respect to the anended claim
el ement; (2) any voluntary anendnent that narrows the scope of a
claimfor a reason related to the statutory requirenents for a
patent will give rise to prosecution-history estoppel with
respect to the anended claimelenents; (3) when a clai manendnent
creates prosecution history estoppel, no range of equivalents is
avai l abl e for the anended claimelenent; and (4) unexpl ai ned
anendnents are not entitled to any range of equivalents. 1d. at
563-564. The third ruling is the nost inportant ruling because
it allows prosecution history estoppel to conpletely bar the use
of the doctrine of equivalents in sonme circunstances. 1d. at

569. The Festo court stated that,

[t]oday, we revisit the question we first
addressed in Hughes | and conme to a different
conclusion as to the proper scope of

equi valents that is avail abl e when
prosecution history estoppel applies than we
did in that case. W hold that prosecution
hi story estoppel acts as a conplete bar to

t he application of the doctrine of
equi val ents when an anendnent has narrowed
the scope of a claimfor a reason related to
patentability.



ld. at 574.

Festo further sets forth four factors to anal yze when
deci di ng whet her prosecution history estoppel will bar the
application of the doctrine of equivalents to a given claim
el enent . Id. at 586. The first step in the prosecution
hi story estoppel analysis is to determ ne which claimelenments
are nmet by the doctrine of equivalents. [d. After it is
determ ned what claimelenents are nmet by equivalents, the court
nmust determ ne whether the elenents at issue were anended during
prosecution of the patent. 1d. |If the claimelenents at issue
wer e amended, the court nust determ ne whether the anendnents
narrowed the literal scope of the claim |1d. |[If so, prosecution
history estoppel will apply unless the patent hol der establishes
that the anendnment was nade for a purpose unrelated to
patentability. [d. |If the patent holder fails to do so,
prosecution history estoppel will bar the application of the

doctrine of equivalents to that claimelenent. |d.

Regal o clainms that G aco’s anendnent to el ement two
narrowed the scope of claimone for a reason related to the
statutory requirenents for a patent. Furthernore Regalo clains
that in Gaco Il, this Court found that Regal o’s pl ayyards
i nfringed upon el enent two under the doctrine of equival ents.
Therefore, Regalo avers that in |ight of Festo, this Court should

apply prosecution history estoppel to bar the use of the doctrine



of equivalents in finding that their playyards infringed on

Graco’s ‘437 patent and reconsider the outcone of Gaco I1.

A. Prosecution History Estoppel Analysis

1. Doctrine of Equival ents

First, we nust determne if, in Gaco Il, elenment two
was found to be nmet by equivalents rather than infringed upon
literally. Festo, 234 F.3d at 586. |If elenent two was literally
i nfringed upon, then Festo is inapplicable since that case only
deals with the use of prosecution history estoppel to bar the
doctrine of equivalents. In Gaco Il, this Court found that both
el ement one® of claimone and el enent two of claimone were
literally infringed upon by Regal o’s current nodel playyards.
Graco 11, 2000 W 1123260 at *3-*5. After this Court’s
di scussion of the literal infringenent of these elenents, this
Court discussed how these two el enents of claimone, in the
alternative, were also infringed upon under the doctrine of
equivalents. |[d. at *6-*7. This Court concluded by stating that
Regal o’ s playyard “infringes on the 437 patent, both literally
and under the doctrine of equivalents.” |1d. at *7. Therefore,
because elenent two was found, inter alia, to be literally

i nfri nged upon by Regal 0’ s playyard, the Festo decision is

3 Elenent one of claimone of the ‘437 patent, “a unitary
central hub nmenber”, was not anended during the prosecution of
the patent and thus is not of inport to this decision.

7



i nappl i cabl e.

Because el enent two was found to be literally infringed
upon by this Court, it is not necessary to continue with the
prosecution history analysis. However, in order to be conplete
and thorough, the other elenents will now be addressed as if
el ement two had not been found to be literally infringed upon and

was only infringed upon under the doctrine of equival ents.

2. Amrendnent to the d aim

Second, we nust determne if the claimelenent of the
‘437 patent at issue, elenent two, was anended during the
prosecution of the patent. Festo, 234 F.3d at 586. As nentioned
earlier, elenent two was anended during the prosecution of the
patent. See Response to First Ofice Action, Def.’s Ex. C
Therefore, the second factor of the prosecution history estoppel

anal ysis is satisfied.

3. Narrowi ng the Literal Scope of the Cdaim

Third, we nust determ ne whether the anendnent to
el ement two narrowed the literal scope of the claim Festo, 234
F.3d at 586. G aco argues, and this Court agrees, that adding
t he phrase “lower franme assenbly” to the phrase “corner leg” in
el enent two did not narrow the scope of the claim* As G aco

points out, the “lower frame assenbly” |anguage was al ready

4 See P.2, n.1, supra, for the amended text of el enment two.
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i ncluded at the beginning of elenment two before it was anended.

It is evident froma reading of the elenent that the “lower frane
assenbl y” | anguage, as used in the beginning of the pre-anended
el emrent two, was an inclusive nodifier and thus already

i nherently applied to the phrase “corner |leg” |ocated further
down in the elenent. Therefore, the addition of the “lower frame
assenbl y” | anguage as a stated rather than inherent nodifier to
the phrase “corner leg” did not change the scope of the claim
since that exact phrase |ocated at the begi nning of the el enent

al ready nodified the phrase “corner leg”. Thus, the scope of

el emrent two of claimone was not narrowed by the added | anguage.

4. A Reason Unrelated to Patentability

Since element two was literally infringed upon and the
scope of claimone was not narrowed by the anmendnent, the Court
does not need to address the fourth factor of the Festo
prosecution history estoppel analysis. Festo, 234 F.3d at 586.
However, we shall address the fourth factor in order to be
conplete. 1In this case, Graco, as the patent hol der, has the
burden of establishing that the anendnment to el enment two was nade
for a reason unrelated to patentability. 1d. Gaco has not net
its burden on this issue. In Festo, the court explained that the
pur pose of placing the burden of establishing the reason for an
amendnment on the patent holder is that it "’ gives proper

deference to the role of clainms in defining an invention and

9



providing public notice.”" Id. (quoting Warner-Jenkinson Co. V.

H lton Davis Chem Co., 520 U. S. 17, 33 (1997)). The Festo court

further stated that “[i]n order to give due deference to public

noti ce consi derati ons under the \Warner-Jenki nson franework, a

patent hol der seeking to establish the reason for an anendnent
must base his argunents solely upon the public record of the
patent's prosecution, i.e., the patent's prosecution history.”

Id.

Graco’s Response to First Ofice Action, Def.’s Ex. C
gives the stated reason that the anendnents to the clains were
“by way of clarification only”. G aco argues that this stated
reason shows that adding the phrase “lower franme assenbly” to the
phrase “corner leg” in element two, was not necessary for
patentability but was sinply for clarification. [In apparent
anticipation of the argunent that the anendnent was nade for a
purpose related to patentability, because it made the clai mnore
particul ar under 35 U. S.C. section 112 paragraph 2, G aco notes
that the Patent O fice did not reject any of the clains in the
*437 patent based on that section.® Gaco states that the Patent
Ofice, in fact, rejected the clains based on obvi ousness under

35 U.S.C. section 103 and focused on the obvi ousness of the

® 35 U.S. C section 112, paragraph 2 states “The
specification shall conclude with one or nore clainms particularly
poi nting out and distinctly claimng the subject matter which the
applicant regards as his invention.” 35 U S.C § 112 | 2.
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unitary central hub nenber rather than on the | ower frane

assenbly which is the subject of elenent two. See Def.’s Ex. B

Graco appears to argue that because the Patent O fice
did not reject the clains under 35 U. S.C. section 112, this Court
cannot consi der whether that section is applicable in finding
t hat the anmendnent was nmade for a reason related to
patentability. However, the Festo court stated that both
i nvoluntary and voluntary anendnents that narrow the scope of a
claimfor a reason related to patentability will give rise to
prosecution-history estoppel. Festo, 234 F.3d at 563; Pioneer

Magnetics, Inc. v. Mcro Linear Corp., 238 F.3d 1341, 1345-46

(Fed. Cir. 2001). Therefore, this Court may | ook at whether both
the Patent O fice’'s reasons for rejecting the claimas well as
Graco’s reasons for voluntarily amending the claimwere rel ated

to patentability. Pioneer Magnetics, 238 F.3d at 1345-46. Here,

Graco stated that its reason for voluntarily anendi ng el enent two
was for clarification. Festo specifically acknow edges that 35
U S.C. section 112 is one of the statutory requirenments for a
patent. Festo at 566. There is a respectable argunent that an
amendnent for clarification would increase the particularity of
the claimand thus fall under 35 U. S.C. section 112 paragraph 2,
claimparticularity. Gaco, who carries the burden of this

el enent, has not persuaded this Court that the anmendnent to

el ement two would not fall under 35 U. S.C. section 112 paragraph

11



2, as an anendnent to increase the particularity of the claim
Therefore, Graco has not show that the anmendnent was nade for a

purpose unrelated to patentability.

V. CONCLUSI ON

This court finds that the prosecution history estoppel
anal ysis of Festo, 234 F.3d 558, is not triggered because in
Gaco Il, this Court found that element two was both literally
i nfringed upon and al so infringed upon under the doctrine of
equi valents. Gaco Il, 2000 W 1123260 at *6-*7. Alternatively,
this Court finds that even if this Court had not found el ement
two literally infringed upon, prosecution history estoppel would
not bar the use of the doctrine of equival ents because the
amendnment to element two did not narrow the literal scope of the
claim Therefore, Defendant’s Mtion for Reconsideration is

deni ed.

An appropriate Order follows.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

CGRACO CHI LDREN S PRODUCTS, | NC., ; ClVIL ACTI ON
Pl aintiff,
V. ; NO. 97-CV-6885
REGALO | NTERNATI ONAL LLC,

Def endant .

ORDER

AND NOW this 17th day of January, 2001, upon
consi deration of Defendant’s Mtion for Reconsideration of the
Order Denying Defendant’s Mdtion for Partial Summary Judgnent of
Noni nfringenment and Granting Plaintiff's Mdtion for Partial
Summary Judgnent of Infringement (Dkt. No. 109), and any
Responses thereto, it is hereby ORDERED that the Mdtion is

DENI ED

BY THE COURT:

ROBERT F. KELLY, J.



